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AWARD

The present dispute relates to the registration of the dispute domain name
<www.penthouse.in> in favour of the Respondent.

The Complainant has filed the instant complaint challenging the
registration of the disputed domain name <penthouse.in> in favour of the
Respondent. In pursuance to the In Domain Name Dispute Resolution Policy
(INDRP) and the rules framed there-under, the Complainant had preferred this
arbitration for raising this dispute for redressal of its grievances.

In its complaint, the complainant has stated that the trademark was
coined and adopted in the year 1965 by Mr. Bob Guccione who was the founder
and publisher of the magazine PENTHOUSE in the year 1965 and was openly
and continuously used in the United Kingdom. The said trademark was applied
in the United States in the year 1968 and was subsequently registered in the
year 1969. The complainant states that it is registered proprietor of the
trademark PENTHOUSE with registration nos. 286302 and 1308619 in India
since at least as early as 1973. The complainant has filed the particulars of the
Indian trademark registrations, and the complainant’s other trademark
registrations around the world.

The complainant has further stated that its total monthly readership is
approximately 1,600,000. The complainant has stated that it has over 100
trademark registrations for the PENTHOUSE trademark in the United States. It
has been also stated by the complainant it considers its trade/service
name/mark as an extremely valuable asset and thus in order to protect the said
assets the complainant has secured trademark registration for the mark
“"PENTHOUSE"” globally. The complainant is an international multimedia
entertainment enterprise characterizing its businesses such as providing adult
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entertainment and related goods and services, the production and distribution
of the videos/DVD’s, Licensing (including for goods, night clubs, restaurants
lounges and hotels), online services (including social networking website) and
publishing (magazine including Penthouse, penthouse forum etc.) The
complainant also the trademark PENTHOUSE for goods such as calendars, adult
toys, apparel, shows jewelry, gifts, watches etc.

The complainant has contended in its complaint that by virtue of the
prior adoption, extensive and continuous use in respect of penthouse
trademarks coupled with registrations of the said trademarks, the complainant
is entitled to the exclusive property rights therein, and the public at large
associate the said trademarks with goods/ services offered by the complainant
alone and none else. The complainant has further contended that it is also the
registered proprietor of the several domain names

www.penthousemagazine.com, www.penthousesex.com,www.penthouseshoes.c
om, www.penthouse.store.com and www.penthouseforum.com In support of

its claim the complainant avers that the website www.penthouse.com is used
extensively by complainants to promote and advertise its products and services.
The complainant has filed the registration certificate of the domain name

www.penthouse.com along —with the complaint.

The complainant avers that the websites relating to ‘PENTHOUSE’
trademark have been accessible to people in India and are popular amongst the
relevant section of public in India. Thus the complainant is using the Penthouse
trademarks in India through online shopping websites including Amazon and e-
bay.

The complainant has averred in its complainant that in and around
September 2012, it became aware of the registration of the disputed domain
name <www.penthouse.in> in the name of the Respondent.
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