
Appo in ted by the .In Registry - Nat ional Internet Exchange of India 

In the matter of: 

National lndomnity Company 
3024 Harney St ree t 
O m a h a , Neb raska , 68131 -3580 
United S ta tes 
Phone: (402) 916 -3383 
Ema i l : bsnev i l l e@nat iona l indemni ty . com 

and 

National Liability & Fire Insurance Company 
100 First S tamfo rd Place 
S tamfo rd , Connect i cut 06902 -6745 
United S ta tes 
Phone: (402) 916 -3383 
Ema i l : bsnev i l l e@nat iona l indemni ty . com Complainant(s) 

http://bsneviliePnationalindemnity.com


Domain Admin 
Privacy Protect ion 
14525 SW Millikan #48732 
Beaver ton , Oregon 9 7 0 0 5 - 2 3 4 3 
United Sta tes 
Phone: +1-201-377-3952 
Ema i l : i n fo@domainwho i spr i vacypro tec t i on .com ... ..Respondent 

The Comp la inan t s are National Indemnity Company, a Nebraska corporat ion with 
its pr incipal place of bus iness at 3024 Harney Street , Omaha , Nebraska , 68131 -
3580, United Sta tes , and National Liability & Fire Insurance Company, a 
Connect i cut corporat ion with its pr incipal place of bus iness at 100 First Stamford 
Place, S t amfo rd , Connect i cut 06902 -6745 , United Sta tes (here inaf ter col lect ively 
referred to as "Compla inants") . Comp la inan t s ' parent company is Berkshire 
Hathaway Inc. The Comp la inan t s are represented by its author ized representat ive 
NEAL & MCDEVITT, LLC, 1776 Ash Street, Northf ie ld, I l l inois 60093 , United States, 
who has submi t ted compla in t aga inst the doma in . The Respondent i s D o m a i n 
Admin , Privacy Protection, 14525 SW Mil l ikan #48732 , Beaver ton , Oregon 97005-
2343 , United S ta tes . 

The d isputed doma in name is www.berksh i re . in The Reg is t rar is Directi Web Serv ices 
Pvt. Ltd., D i rect ip lex, Mogra Vi l lage Nagardas Road, Andher i (East), Mumba l , 
Maharasht ra 4 0 0 0 6 9 , Ind ia . The Registrant i s Doma in Adm in , Pr ivacy Protect ion 
(Respondent) , 14525 SW Mil l ikan #48732 , Beaver ton , Oregon 97005 -2343 , United 
States , 

The Comp la inan t s fi led this compla in t with the .IN Registry and the .IN Registry 
appo inted "Ran jan Na ru l a " ("The Arb i t rator") as the So le Arb i t ra tor under c lause 5 of 
its pol icy. On 9 t h May, 2011 the arb i t rator conf i rmed his acceptance of compla int v ia 
e-mai l and fo l lowed wi th formal s ta tement of acceptance and declarat ion of 
impart ia l i ty and independence on June 10, 2011 . The Arb i t ra tor issued notice to the 
Respondent on May 23 , 2011 at their emai l address with a deadl ine of 10 days to 
submi t the i r reply to the arb i t rat ion, however , the notice sent on 
in fo@doma inwho i sp r i vacy protect ion.com bounced back. The message received is 
reproduced below 
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"This is a delivery failure notification message indicating that an 
email you addressed to email address : 
-- info@domainwhoisprivacyprotection. com 

could not be delivered. The problem appears to be : 
-- Recipient email address is possibly incorrect 

Additional information follows : 
-- Domain has no MX records or is invalid 

This condition occurred after 39 attempt(s) to deliver over a period 
of 92 hour(s)." 

The arb i t rator in his not ice dated 2 3 r d May had d irected the Comp la inan t to send a 
soft copy of the comp la in t to the Respondent . The compla inant ' s representat ive 
Laurin L. G rabowsk i of Neal & McDevit t , LLC sent out the e-mai l on 2 3 r d May with a 
copy to the Arb i t rator . However the mai l was returned and the compla inant 's 
representat ive in formed that they have received the fo l lowing message 

"Delivery has failed to these recipients or groups: 

info@domainwhoisprivacvprotection.com 
(info@domainwhoisprivacyprotection, com) 

A problem occurred during the delivery of this message to this e-mail 
address. Try sending this message again. If the problem continues, 
please contact your helpdesk. 

The following organization rejected your message: Postini. 

Diagnostic information for administrators: 

Generating server: NMSBS2011.NMLAW.local 

info@domainwhoisprivacyprotection. com 

Postini #550 Host not found for domain:domainwhoisprivacyprotection.com 
- psmtp ##" 

Thereaf ter the Arb i t ra to r wrote to the NIXI to conf i rm i f they were able to serve the 
compla in t v ia cour ier . The NIXI responded on 3 0 t h June, 2011 informing that the 
compla in t was sent by FedEx on 1 9 t h May, 2011 and de l ivered on 2 3 r d May, 2011 . On 
4 t h Ju ly, 2011 the Arb i t ra tor once again wrote to the part ies c los ing the Respondent 's 
right to fi le the response As no response has been fi led by the Respondent and 
suff ic ient oppor tun i ty being granted, therefore, the comp la in t is being decided based 
on mater ia l s submi t ted by the Comp la inants and content ions put forth by them. 

4) Summary of the Compla inants ' contentions in the Complaint : 

The compla inants in support of their case have made the fol lowing 
Submiss ions: 

http://domainwhoisprivacyprotection.com


a) Comp la inan t s are the sole and exc lus ive owners of the famous United States 
reg istered t r ademark BERKSHIRE HATHAWAY GROUP, U.S. Reg, No. 1839594 
dated June 14, 1994 which has been in use s ince at least as ear ly as 1988 in 
connect ion wi th insurance underwr i t ing, casua l ty insurance and re insurance 
serv ices . The comp la inant has fi led a copy of the registrat ion as Annexure C. 

b) Comp la i nan t s ' parent company v iz . , Berksh i re Ha thaway Inc. owns and has 
reg istered var ious doma in names compr is ing the Berksh i re Hathaway marks 
and fo rmat ives thereof, including www.berksh i re lnd ia . com and 
www.berksh i re ind ia . in , inter alia. Annexure D has been furn ished as a list of 
doma in names owned by the Comp la inan ts and/or Berksh i re Hathaway Inc. 

c) On account of ex tens ive p romot ion/adver t i sement of serv ices under Berkshi re 
Ha thaway Marks, the Compla inants and Berksh i re Hathaway Inc. are wel l -
known g lobal ly , part icular ly in the insurance and re insurance industr ies. In 
Ind ia , the Comp la inan ts conduct bus iness under the trade name 'Berksh i re 
India Pr ivate L imi ted ' . 

d) The Respondent ' s doma in name is identical to the Berksh i re Hathaway 
Regist rat ion and Marks, as wel l as Comp la i nan t s ' doma in names 
www.berksh i re ind ia . com and www.berksh i re ind ia . in , among others, in which 
the Comp la i nan t s enjoy substant ia l goodwi l l . The addit ion of " . i n " to 
Comp la i nan t s ' marks does not change the l ikel ihood of confus ion, as " . i n " is 
an i r re levant d is t inct ion. The compla inants have fi led of fending website pages 
as Annexure E. 

e) The Respondent is not l isted as an owner of any pend ing/ registered 
t r ademark conta in ing a format ive of the te rm "Berkshire" . Moreover, there 
is no ev idence that the Respondent, as an ind iv idua l , bus iness, or other 
organ izat ion has been common ly known by the of fending doma in name. 

f) The Respondent has made no use and/or any demons t rab le preparat ions to 
use the doma in name or any other t rademark s im i la r to the doma in name in 
connect ion wi th a bona fide offering of goods or serv ices . Further, the 
Respondent is not mak ing a leg i t imate non-commerc ia l or fair use of the 
d i sputed doma in name. 

g) The Respondent is us ing the offending webs i te to der ive revenues from "ci ick-
th roughs " featur ing products and serv ices f rom compet i to rs of Compla inants 
and to mis lead the consumers . On its webs i te , the Respondent references 
"Berksh i re" repeated ly . 

h) On v is i t ing the www.berksh i re . in webs i te , there is an indicator that the 
webs i te is " p a r k ed " for free, cour tesy of Sedo . This further ev idences that 
Respondent has no r ights or leg i t imate interests in the doma in name as this 
message i l lustrates pass ive holding of the doma in name by the Respondent. 

i) The Respondent has adopted the doma in name wi th a v iew to attract the web 
users to the Respondent ' s webs i te , who would actua l ly be search ing for the 
Comp la inan t s or the i r parent company . Such use of a doma in name does not 
provide a leg i t imate interest under the Pol icy. 
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j ) By us ing the d isputed doma in name, the Respondent has intent ional ly 
a t tempted to attract , for commerc ia l ga in , internet users to Respondent 's 
webs i te by creat ing a l ikel ihood of confus ion with the Compla inant ' s marks as 
to the source , sponsorsh ip , aff i l iat ion, or endo r semen t of the Respondent 's 
webs i te or of a product or serv ice on the Respondent ' s webs i te . 

k) Regist rat ion of a we l l -known t rademark in a doma in name, of which the 
Respondent mus t reasonab ly have been aware of, const i tutes opportunist ic 
bad fa i th . Further, the offending websi te does not conta in any s ta tement that 
makes it expl ic i t ly c lear that the webs i te is not assoc iated with the 
Comp la inan t s . 

I) The use of the Comp la inan t s ' marks s imp ly for the purpose of dr iv ing traffic to 
Respondent ' s webs i te and to compet i tors of Comp la inants , is not a bona fide 
a t tempt to off icer goods and serv ices to the publ ic. 

m) Accord ing to the webs i te , the Respondent is cur rent ly accept ing offers to 
potent ia l ly sel l the doma in name www.berksh i re . in . Under the UDRP Policy, 
such an offer to sell a doma in name for va luab le cons iderat ion establ ishes 
that the doma in name has been registered and is being used in bad faith. 

n) It is not poss ib le to obta in every var iat ion of how Compla inant ' s marks may 
be reg is tered or used as a doma in name and the Respondent has dev ised a 
var ia t ion that has not been contempla ted by the Comp la inan ts . 

o) "Doma i n Adm in Pr ivacy Protect ion" a l lows an ent i ty to get around a "pub l i c " 
reg istrat ion to a "p r i va te " one by using the pr ivate registrat ion process, thus 
a l lowing the true registrant to hide behind the name Doma in Admin Privacy 
Protect ion. 

5) Deeisiort/s Upholding The Complainant's Rights 

LEGO Jur is A /S v. Mart in , INDRP/125 (2008) : the Comp la inan t s have relied on the 
fo l lowing legal pr inc ip les that have been laid down in the above case: 
(i) It is wel l recognized that incorporat ing a t r ademark in its ent i rety, part icular ly 

if the mark is an internat ional ly we l l -known mark, is suff ic ient to establ ish 
that the doma in name is identical or confus ing ly s imi la r to the Compla inant 's 
reg istered mark . 

(ii) The use of the d isputed doma in name by the Respondent using the 
Comp la inant ' s we l l -known t rademark to redirect internet users to other 
webs i tes is not a bona-fide use and does not confer r ights or legi t imate 
interests . 

(iii) Where a doma in name is found to have been reg istered with an intention to 
at t ract internet users by explo i t ing the fame of a we l l -known t rademark, it 
const i tu tes bad faith reg istrat ion. 

6) R e s p o n d e n t 
The Respondent has not fi led any response to the Comp la in t though they were g iven 
opportun i ty to do so. Though e-mai ls sent to their address have been returned with 
de l ivery fa i lure not i f i cat ion. The Respondent appears to have g iven a wrong address 
at the t ime of doma in registrat ion which is v io lat ion of the te rms of Registrat ion. In 
any case i t has been conf i rmed by the .IN Registry that the Respondent was 
successfu l ly se rved wi th the copy of the compla in t by cour ier, thus indicat ing that the 

http://www.berkshire.in


Respondent has received the compla in t and e lected not to fi le its response. 
Therefore, the comp la in t had to be dec ided based on submiss i ons on record and 
ana lyz ing whe the r the Comp la inan t has sat is f ied the cond i t ions laid down in 
paragraph 4 of the pol icy. 

7) Discussion and Findings: 

The submiss i on and documents fi led by the Comp la inan t s in suppor t of their prior 
adopt ion, use and registrat ion of the mark /doma in name " B E R K S H I R E " leads to the 
conc lus ion that the Comp la inan ts have better and prior r ights in the doma in name. 
Further, they have registered a number of doma in names conta in ing the mark 
"BERKSHIRE" . 

Based on the submiss i ons and documents on record, I'm sat is f ied that the 
Comp la inan t s have es tab l i shed the three condi t ions as per paragraph 4 of the pol icy: 

1) The Respondent's domain name is identical and confusingly similar to a name, 
trademark or service in which the Complainant has rights. 

It has been estab l i shed by the Comp la inants that they have t r ademark rights, and 
r ights on account of pr ior and longstanding use in the "Berkshire Hathaway Marks". 
The Comp la inan t s have in support submi t ted substant ia l documents . The d isputed 
doma in name conta ins Comp la inan ts ' "BERKSHIRE" t r ademark in its ent irety. The 
mark is be ing used by the Comp la inan t s wor ldwide inc luding in India in relat ion to its 
bus iness. The mark has been highly publ ic ized and adver t i sed by the Compla inants 
in both the e lectron ic and print med ia . 

2) The Respondent has no rights or legitimate interests in respect of the disputed 
domain name. 

The Comp la i nan t s have not author ised the Respondent to register or use the 
"BERKSHIRE" t r ademark . Further, the Respondent has never used the d isputed 
doma in name or any t r ademark s imi la r to the d isputed doma in name prior to the 
registrat ion of the d isputed doma in name in favour of the Comp la inan ts . 

The Respondent has not rebutted the content ions of the Comp la inan t s and has not 
produced any documen t s or submiss ions to show the i r interest in protect ing their 
r ight and interest in the doma in name. Further, the Respondent has not used the 
doma in name or a name cor respond ing to the d isputed doma in name in connect ion 
with a bona fide offer of goods or serv ices. Further, the Respondent is not common ly 
known by the d isputed doma in name and has not made any legi t imate non­
commerc ia l or fair use of the d isputed doma in name. The Respondent has in fact 
parked the doma in name on what appears to be "pay per c l ick" webs i te purposely 
putt ing l inks of insurance compan ies products/serv ices on the i r websi te. The 
instruct ion is obv ious ly to attract internet traff ic by us ing a wel l known mark as 
doma in name. 

The above leads to the conc lus ion that Respondent has no r ight or leg i t imate interest 
in respect of the d i sputed doma in name www.berksh i re . in . Its p r imary intention is to 
t rade upon the reputat ion of the Respondent . 

http://www.berkshire.in


3) The disputed domain name has been registered or is being used in bad faith. 

It has been contended by the Compla inants that the Respondent has registered the 
d isputed doma in name in bad faith as they have a reputat ion all a round the world in 
the f ield of insurance underwr i t ing , casua l ty insurance, and re insurance serv ices. The 
Respondent has fa i led to respond to the compla in t even af ter opportun i ty being 
granted, Thus the Respondent is deemed to have admi t ted the content ions in the 
Comp la in t leading to an adverse inference being drawn as to the i r adopt ion of an 
ident ical doma in name . 

For the reasons d iscussed above the Arb i t rator d i rects that the d isputed doma in name 
www.berkshjre . in be t rans fer red to the Comp la inants . 

July 13, 2011 
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