


BEFORE THE INTERNET EXCHANGE OF INDIA 

ARBITRATION AWARD 

ARBITRATOR: S.SRIDHARAN 

Versus 

Wang Shaohui, China : Respondent 

1 . 

1.1 

1.2 

2. 

2.1 

The Parties 

The Complainant is NOKIA Corporation, a corporation organized and 

existing under the laws of Finland, having its registered office at 

Keilalahdentie 4, 02150 Espoo, Finland, represented by its counsel, Mrs. 

Dahlia Sen Oberoi of Sen - Oberoi, Attorneys-at-Law, A-18, Chittaranjan 

Park, New Delhi -110 019. 

Respondent is Wang Shaohui of Shanghai, a resident of Room 102 ,No 

19, Keyuan Village, Guangshengyuan Road, Shanghai, China (CN). 

The Domain Name and Registrar 

The disputed domain name <vertu.in> is registered with Direct 

Information Pvt. Ltd. 

Procedural History 3. 



3.1 

3.2 

3.3 

3.4 

3.5 

3.6 

3.7 

On 14 t h A u g u s t 2 0 0 7 , the Arb i t ra tor sent a s igned s ta temen t of accep tance 

and Dec la ra t ion o f Impart ia l i ty and I n d e p e n d e n c e . On 1 7 t h Augus t 2 0 0 7 , 

the Arb i t ra tor rece ived hardcopy o f the Comp la in t a long wi th A n n e x u r e s . 

On 2 0 t h A u g u s t 2007 , the Arb i t ra to r issued by mail a Not ice to the 

R e s p o n d e n t set t ing forth the relief c la imed in the Comp la in t and d i rec t ing 

him to file his reply to the Comp la in t w i th in 15 days . 

On 2 0 t h A u g u s t 2 0 0 7 , the arb i t ra tor sent a mail to the C o m p l a i n a n t to send 

an e lec t ron ic ve rs ion of the Comp la in t , pre ferab ly as a w o r d d o c u m e n t to 

the Arb i t ra to r at the ear l iest . 

On 21 s t A u g u s t 2 0 0 7 , the C o m p l a i n a n t sent an e lec t ron ic vers ion in a word 

f i le of the Comp la in t to the Arb i t ra tor . 

On 2 7 t h A u g u s t 2 0 0 7 , the R e s p o n d e n t sent his reply to the Comp la inan t . 

The reply was not in Engl ish excep t a tab le of in fo rmat ion made ava i lab le 

by the Un i ted States Patents and T rade Marks Of f ice. On the s a m e day, 

the Arb i t ra to r a d v i s e d , by ma i l , the R e s p o n d e n t to send a reply in Eng l i sh . 

On 31 s t A u g u s t 2 0 0 7 , the R e s p o n d e n t sent a mail s ta t ing that he was not 

so good in Engl ish and the re fo re he could not sent a reply in Eng l i sh . 

On 1 s t S e p t e m b e r 2 0 0 7 , the Arb i t ra tor sent a mail adv is ing the 

R e s p o n d e n t that he was ent i t led to contes t the compla in t . But 

rep resen ta t ions in a language other than Engl ish wou ld not be c o n s i d e r e d . 

The Arb i t ra to r had taken note of his reply s u b m i s s i o n s in Eng l i sh . 

R e s p o n d e n t might seek fur ther t ime to send a t rans la ted copy of his reply. 
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3.8 

3.9 

3.10 

3.11 

4. 

A 

4.1 

The Arb i t ra to r wou ld cons ider such request and might grant him add i t iona l 

t ime to fu l ly and ef fect ive ly represen t his case . 

On 1 s t S e p t e m b e r 2 0 0 7 , the Arb i t ra tor sent a mai l adv is ing the 

C o m p l a i n a n t to send her s u b m i s s i o n s to the con ten ts of the reply in 

Eng l i sh wi th in 10 days . 

On 3 r d S e p t e m b e r 2 0 0 7 , the R e s p o n d e n t sent a t rans la ted copy of his 

reply to the Comp la in t . On the same day, the Arb i t ra to r sent a mail 

adv is ing the C o m p l a i n a n t to send her s u b m i s s i o n s , i f any, to the reply of 

the R e s p o n d e n t , w i th in 10 days . 

T h e C o m p l a i n a n t has sent a reply to the R e s p o n d e n t ' s response . 

T h e R e s p o n d e n t in fo rmed the Arb i t ra tor that he w a s not any more wi l l ing 

to negot ia te with the Comp la i nan t . 

F a c t u a l B a c k g r o u n d 

C o m p l a i n a n t 

The C o m p l a i n a n t is a leading manu fac tu re r of m o b l e phones and 

accesso r i es . The products are ava i lab le for sale in near ly all count r ies of 

the w o r l d . The C o m p l a i n a n t has one- th i rd o f the wo r l d ' s market share for 

mobi le phones . 

T h e C o m p l a i n a n t is f a m o u s and wel l known in most o f the count r ies of the 

w o r l d , inc luding Ind ia . 
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4.3 In 2 0 0 2 , the C o m p l a i n a n t f o rmed a ful ly o w n e d subs id ia ry V E R T U L td . , as 

a part of its fash ion luxury in i t ia t ive, and launched mobi le phones under 

the t rade name V E R T U . 

4.4 In 2 0 0 6 , V E R T U Ltd . merged into the Comp la i nan t . 

4 .5 As a result of such long and con t i nuous use, members of the publ ic 

assoc ia te the mark V E R T U exc lus ive ly wi th the C o m p l a i n a n t . The f a m o u s 

mark V E R T U not only makes an immed ia te assoc ia t i on w i th the product / 

serv ices of the C o m p l a i n a n t but a lso assures the c o n s u m e r that each 

product / serv ice bear ing this mark is of the u tmost qual i ty and wou ld 

g u a r a n t e e comp le te c o n s u m e r sa t i s fac t i on . 

4 . 6 Peop le across the g lobe assoc ia te the name V E R T U exc lus ive ly wi th the 

C o m p l a i n a n t and the g o o d s , serv ices and act iv i t ies o f the c o m p a n i e s 

be long ing to it. 

4.7 T h e C o m p l a i n a n t has severa l reg is t ra t ions and app l i ca t ions for the mark 

V E R T U , V E R T U A S C E N T C O L L E C T I O N , V E R T U (in Ch inese cha rac te rs ) 

and V E R T U f igu re , in many count r ies a round the g lobe . 

4.8 C o m p l a i n a n t ' s V E R T U marks under the Madr id Pro toco l are a t tached a t 

A n n e x u r e 4. A list of C o m p l a i n a n t ' s in te rna t iona l t r a d e m a r k 

reg is t ra t ions /app l i ca t ions a round the wor ld is a t tached at A n n e x u r e 5. A 

copy of the duly execu ted Deed of A s s i g n m e n t is a t tached at A n n e x u r e 6. 

The C o m p l a i n a n t has also reg is tered n u m e r o u s d o m a i n names w o r l d w i d e 

con ta in ing the V E R T U t r a d e m a r k s such as w w w . v e r t u . c o m . 
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B. 

4.11 

5. 

A 

5.1 

5.2 

5.3 

5.4 

w w w . v e r t u . c o m . e s , w w w . v e r t u . f i , www.ve r t u . r o etc. Cop ies o f the W H O I S 

sea rch resul ts for a se lec t ion of t hose d o m a i n n a m e s , a long wi th a list of 

d o m a i n name reg is t ra t ions in the name of the Comp la inan t , are a t tached 

at A n n e x u r e 7. 

T h e present Comp la in t is inst i tu ted on accoun t of m isappropr ia t i on of the 

t r a d e m a r k V E R T U as part of its d o m a i n name by the Responden t . 

R e s p o n d e n t 

R e s p o n d e n t has said noth ing about the b a c k g r o u n d leading to the 

adop t ion of the d isputed doma in name < v e r t u . i n > in his reply to the 

Comp la in t . 

P a r t i e s C o n t e n t i o n s 

C o m p l a i n a n t 

The C o m p l a i n a n t has prior r ights in the V E R T U t r a d e m a r k s , wh ich 

p recede the R e s p o n d e n t ' s regis t rat ion o f the d ispu ted d o m a i n name . 

The C o m p l a i n a n t ' s t r a d e m a r k s are present in many count r ies a round the 

g lobe for V E R T U inc lud ing Ch ina , w h e r e the R e s p o n d e n t i s located and 

are w e l l - k n o w n t h r o u g h o u t the w o r l d . 

The d i spu ted d o m a i n name < v e r t u . i n > is v isua l ly , concep tua l l y and 

phonet ica l ly ident ica l to the Comp la inan t ' s wel l known and highly 

d is t inc t ive t rade mark V E R T U . 

The reg is t ra t ion of the d ispu ted d o m a i n name < v e r t u . i n > is l ikely to fa lse ly 

lead the publ ic into bel iev ing that the R e s p o n d e n t and the webs i t e under 
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the d i spu ted doma in name is s p o n s o r e d by or aff i l iated to or assoc ia ted 

w i th the C o m p l a i n a n t , and wil l lead to con fus ion and d e c e p t i o n . 

5.5 The R e s p o n d e n t ' s reg is t rat ion and use of the d i spu ted d o m a i n name is a 

c lear case or c ybe r - squa t t i ng , w h o s e intent ion is to take advan tage of the 

C o m p l a i n a n t ' s subs tan t ia l reputa t ion and its p rominen t p resence on the 

Internet. 

5.6 The R e s p o n d e n t has not en te red into any sort of bus iness act ivi ty ti l l d a t e , 

under the webs i te bear ing the d ispu ted d o m a i n name . The d ispu ted 

d o m a i n name leads to a non-ac t i ve w e b site d i sp lay ing an offer for sale of 

the sa id d o m a i n name. The Comp la i nan t has a t tached the print out of the 

offer of the R e s p o n d e n t for sale of the d i spu ted doma in name at 

A n n e x u r e 8 . 

5.7 T h e r e f o r e , the R e s p o n d e n t ' s use of the d i spu ted d o m a i n name is not bona 

f i de . The R e s p o n d e n t does not use the d o m a i n name in connec t i on wi th 

t h e bona fide o f fe r ing of g o o d s or s e r v i c e s . 

5.8 The R e s p o n d e n t is aware that V E R T U co r responds to a t r a d e m a r k . The re 

is no l i cense, consen t or o ther right by wh i ch the Responden t wou ld have 

been ent i t led to register or use ident ica l doma in name as that of the 

C o m p l a i n a n t ' s t r a d e m a r k V E R T U . 

5.9 The R e s p o n d e n t has no leg i t imate in terest in respec t of the doma in name 

< v e r t u . i n > and has reg is tered th is doma in name wi th the in tent ion to 
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5.10 

B. 

5.11 

5.12 

5.13 

5.14 

divert c o n s u m e r s and to prevent the C o m p l a i n a n t f r om ref lect ing the mark 

in a co r respond ing doma in name . 

Any Internet user w h o wil l try to connec t to the above men t i oned w e b site 

wil l be l ieve that s ince the C o m p l a i n a n t has p resence in many count r ies of 

the wor ld and is the propr ie tor o f va r ious d o m a i n n a m e s , the d isputed 

d o m a i n name wil l s igni fy the p resence of the product in India th rough the 

Responden t . Th is will d o d g e the cus tomer ' s mind into be l iev ing that there 

is a t rade connec t i on b e t w e e n the R e s p o n d e n t and the Comp la i nan t . The 

reg is t ra t ion of the d ispu ted d o m a i n name is likely to fa lse ly lead the publ ic 

to be l ieve that the R e s p o n d e n t to wh ich the D o m a i n N a m e d i rects is 

s p o n s o r e d by or aff i l iated to or assoc ia ted wi th the Comp la i nan t . 

R e s p o n d e n t 

The R e s p o n d e n t admi t ted that V E R T U is the t r a d e m a r k o f the 

C o m p l a i n a n t . The R e s p o n d e n t admi t ted that the t r a d e m a r k o f the 

comp la i nan t is as same as the Responden t ' s d o m a i n < v e r t u . i n > 

The R e s p o n d e n t has the legal o w n e r s h i p in the d i spu ted d o m a i n name 

and i t wil l not of fend aga ins t the t r a d e m a r k of the Comp la i nan t . 

R e s p o n d e n t regarded the wo rd V E R T U as a gener ic w o r d . " V E R T U " in 

Lat in refers to the love and know ledge of beaut i fu l ob jec ts of art and 

ant iqu i t ies . 

In US, the w o r d V E R T U is reg is tered in c lass 25 in the name of a person 

other than the Comp la inan t . 
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5.15 

5.16 

5.17 

5.18 

5.19 

5.20 

6. 

As a gener i c w o r d , the t r a d e m a r k V E R T U is not ful ly o w n e d by the 

C o m p l a i n a n t . Even t h rough the C o m p l a i n a n t have the t r a d e m a r k V E R T U 

it does not have the exc lus ive right of own ing a gener ic word 

S o m e top T L D and c c T L D d o m a i n s like Ve r tu .ne t , Ve r tu .o rg are not 

o w n e d by the C o m p l a i n a n t . 

S ince the w o r d V E R T U is gener i c , the R e s p o n d e n t ' s regist rat ion o f the 

d i spu ted d o m a i n name Ver tu . in canno t be a v io la t ion of the t r a d e m a r k of 

the C o m p l a i n a n t . 

T h e .IN ex tens ion s tands for India and the IN d o m a i n reg is t ra t ion are open 

to all over the w o r l d . The R e s p o n d e n t sure ly has the f r e e d o m and right to 

register the .IN d o m a i n n a m e . This right shou ld be f ree f rom the 

R e s p o n d e n t ' s Ch inese b a c k g r o u n d . So the R e s p o n d e n t th inks i t is unfair 

and o f fens ive that the C o m p l a i n a n t a imed the R e s p o n d e n t ' s Ch inese 

b a c k g r o u n d . 

The d o m a i n park ing is a new bus iness prov ided by many in ternet serv ice 

prov iders such as S e d o . c o m , P a r k e d . c o m , Goog le & etc. Doma ins like 

ve r tu .co .uk , Ver tu .ne t wh ich are not o w n e d by the comp la i nan t have been 

parked or built for a w e b s i t e . So it is unfair and unjust to j udge the 

R e s p o n d e n t in bad fai th o f park ing the d o m a i n < v e r t u . i n > 

T h e R e s p o n d e n t is wi l l ing to negot ia te wi th the C o m p l a i n a n t . 

D i s c u s s i o n a n d F i n d i n g s 
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6.1 The C o m p l a i n a n t in order to succeed in the C o m p l a i n t must estab l ish 

under Para 4 of .IN Doma in N a m e Dispute Reso lu t ion Pol icy ( INDRP) the 

fo l low ing e l e m e n t s : 

(I) R e s p o n d e n t ' s d o m a i n name is ident ical or con fus ing ly s imi lar to a 

n a m e , t r a d e m a r k or serv ice mark in wh i ch the C o m p l a i n a n t has 

r igh ts ; 

(II) R e s p o n d e n t has no rights or leg i t imate interests in respect of the 

d o m a i n n a m e ; and 

(III) R e s p o n d e n t ' s d o m a i n name has been reg is tered or is being used in 

bad fa i th . 

6.2 Each of the a foresa id th ree e lemen ts must be proved by a comp la i nan t to 

wa r ran t relief. 

Disputed domain name is identical or confusingly similar to a trade mark of 

the Complainant 

6.3 The C o m p l a i n a n t is the reg is tered propr ie tor of the mark Ver tu in many 

coun t r i es across the w o r l d , inc lud ing India and Ch ina . The ear l iest o f the 

reg is t ra t ions i s o f the year 2 0 0 1 . The D isputed Doma in Name was 

reg is tered on 5 t h Apr i l 2 0 0 7 . The C o m p l a i n a n t is the prior adop te r of the 

mark V e r t u . The above facts have es tab l i shed that the Comp la in t has 

both c o m m o n law and s ta tutory r ights in respect of its t rade mark V e r t u . 

6.4 The C o m p l a i n a n t ' s mark Ve r tu is a wel l known t rade mark in India. It is 

clearly seen that the D isputed Doma in Name < v e r t u . i n > who l ly 

9 



i nco rpora tes the mark Ver tu o f the Comp la inan t . The suffix < i n > does not 

d is t ingu ish the D isputed Doma in Name f rom the C o m p l a i n a n t ' s t rade mark 

V e r t u . Fur ther , the R e s p o n d e n t in his reply ca tegor ica l l y admi t ted that the 

t r a d e m a r k of the C o m p l a i n a n t is as s a m e as the R e s p o n d e n t ' s doma in 

name < v e r t u . i n > 

6.5 I, t he re fo re , f ind tha t : 

(a) The Comp la in t has both c o m m o n law and s ta tutory rights in respect 

of its t rade mark V e r t u . 

(b) The d ispu ted d o m a i n name < v e r t u . i n > is v isua l ly , concep tua l l y and 

phonet ica l ly ident ica l to the C o m p l a i n a n t ' s prior reg is tered t rade 

mark V e r t u . 

Respondent has no rights or legitimate interests in respect of the disputed 

domain name 

6.6 It is seen tha t : 

(a) The C o m p l a i n a n t is the prior reg is tered propr ie tor of the mark 

Ve r tu and the mark is wel l known in many count r ies in the w o r l d , 

inc lud ing Ch ina . 

(b) R e s p o n d e n t is aware that V E R T U co r responds to h igh-end mobi le 

6.7 The Responden t admi t ted that V E R T U is the t r a d e m a r k o f the 

C o m p l a i n a n t . 

p h o n e s ; 
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6.8 The R e s p o n d e n t has not en tered into any sort of bus iness activi ty till da te , 

under the webs i t e < v e r t u . i n > . The d ispu ted d o m a i n name < v e r t u . i n > lead 

to a non-ac t ive w e b s i te . ' 

6.9 I f ind that the R e s p o n d e n t had made no bonaf ide / fair use of the d ispu ted 

d o m a i n n a m e . Further , the Responden t ' s reg is t ra t ion of the d ispu ted 

d o m a i n d iver ted c o n s u m e r s and p reven ted the C o m p l a i n a n t f rom 

ref lect ing its mark in a co r respond ing d o m a i n name . 

6.10 At no point of t ime the Responden t came fo rward wi th the reason for 

adop t ing the d ispu ted d o m a i n n a m e . Fur ther , the Responden t of fered the 

d ispu ted d o m a i n name for sa le . I t is clearly f ound that the Responden t 

adop ted the d ispu ted d o m a i n name only wi th an intent ion to get 

subs tan t ia l money f r om the C o m p l a i n a n t for t rans fer r ing the s a m e . 

6.11 T h e r e f o r e , I conc lude that the R e s p o n d e n t has no rights or leg i t imate 

in teres ts in respect of the d ispu ted d o m a i n name. 

Respondent's domain name has been registered or is being used in bad 

faith. 

6.12 The Responden t has f i led his r esponse . This e lemen t will be de te rm ined 

on the basis of the response of the Responden t . 

6.13 The R e s p o n d e n t con ten ted that the word V E R T U in Lat in refers to love 

and know ledge of beaut i fu l ob jects of art and ant iqu i t ies . T h e r e f o r e , the 

word V E R T U is gener i c and no one , inc lud ing the C o m p l a i n a n t , can c la im 

monopo l y over such a gener ic w o r d . 
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6.14 Since the w o r d V E R T U is gener i c , the R e s p o n d e n t ' s adop t ion of the 

d i spu ted d o m a i n name < v e r t u . i n > canno t be a v io la t ion of the t r a d e m a r k 

o f the C o m p l a i n a n t . 

6.15 The Responden t fur ther c o n t e n d e d that the w o r d V E R T U is reg is tered in 

c lass 25 in the Uni ted State of A m e r i c a in the name of a th i rd pe rson . It 

may be noted that the C o m p l a i n a n t ' s bus iness exists in the United State of 

A m e r i c a a lso. 

6.16 R e s p o n d e n t fur ther c o n t e n d e d that the d o m a i n park ing is a new bus iness 

prov ided by many internet serv ice prov iders such as S e d o . c o m , 

P a r k e d . c o m , Goog le & etc. Even s o m e top T L D and c c T L D d o m a i n s like 

Ve r tu .ne t , Ver tu .o rg are not owned by the C o m p l a i n a n t . Doma ins like 

ve r tu . co .uk , Ver tu .ne t are not o w n e d by the comp la i nan t and have been 

parked or built for a w e b s i t e . So it is unfair and unjust to j udge the 

R e s p o n d e n t in bad fai th of park ing the d o m a i n < v e r t u . i n > . 

6.17 I t is not in d ispute that the R e s p o n d e n t o f fered the d i spu ted d o m a i n for 

sa le . I t is wor th to note that the R e s p o n d e n t init ially f i led his response in 

Ch inese l anguage . He , however , r ep roduced in Engl ish the regis t rat ion 

deta i ls of the t rade mark Ver tu in c lass 25 in US f r om the w e b site of the 

Uni ted Sta tes Patent and T rade Marks Of f ice . I had taken note of the 

Engl ish mater ia l f ound in the response and in fo rmed the R e s p o n d e n t to 

sent a t rans la ted response so that I wou ld be able to cons ider his other 

s u b m i s s i o n s . 
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6.18 The R e s p o n d e n t also sent a t rans la ted vers ion of his r esponse . In his 

response also he repeated his offer of negot ia t ing wi th the Comp la inan t . 

But subsequen t l y , he de le ted the offer for sale a p p e a r e d in his w e b site 

and dec l i ned to ex tend the offer to negot ia te wi th the Comp la i nan t . 

6.19 The R e s p o n d e n t ' s last con ten t ion is that the .IN ex tens ion s tands for India 

and the IN d o m a i n regist rat ion are open to all over the w o r l d . The 

R e s p o n d e n t sure ly had the f r e e d o m and right to register the .IN doma in 

n a m e . The act ion of the C o m p l a i n a n t is noth ing but unfair and of fensive 

and is d i rec ted aga ins t the Responden t ' s Ch inese b a c k g r o u n d . 

6.20 But I f ind no force in any of the Responden t ' s con ten t i ons . The gener ic or 

o therw ise of the w o r d V E R T U is i r re levant so long as there exists 

reg is t ra t ions for the word V E R T U . I f ind that the ex is tence of reg is t rat ion in 

favour of a th i rd party for the w o r d V E R T U in US, and park ing of certa in 

d o m a i n names invo lv ing the wo rd V E R T U are not re levant to the 

de te rm ina t i on of this Comp la in t . The Responden t , however , is free to 

ag i ta te these mat te rs , i f he w i s h e s , before appropr ia te f o r u m s . 

6.21 The R e s p o n d e n t fa i led to come fo rward w i th the reason for adopt ing the 

d o m a i n name < v e r t u . i n > . The very adop t ion o f the d o m a i n < v e r t u . t n > by 

the R e s p o n d e n t is mala f ide and is solely in f luenced by the fu ture sale for a 

subs tan t ia l amoun t o f money . 

6.22 By adopt ing the d ispu ted d o m a i n name < v e r t u . i n > the Responden t 

den ied the C o m p l a i n a n t f rom bona f idely using a d o m a i n name ref lect ing 

his we l l known t rade mark V E R T U . I t d iver ted the c o n s u m e r s of the 
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C o m p l a i n a n t . I t is an oppor tun is t i c act and d is rupt ing the C o m p l a i n a n t ' s 

bus iness . 

6.23 The ac t ions of the R e s p o n d e n t shou ld not be e n c o u r a g e d and shou ld not 

be a l l owed to con t i nue . 

6.24 1 do not f ind that any d isc r im ina t ion is d i rec ted aga ins t the R e s p o n d e n t ' s 

Ch inese b a c k g r o u n d . The Comp la in t is deal t w i th in a c c o r d a n c e wi th the 

rule of law enunc ia ted under the Cons t i tu t ion of India and the pr inc ip les of 

natura l j us t i ce . The re fo re the Responden t ' s a l legat ion that he is 

d i sc r im ina ted aga ins t his Ch inese backg round is u n f o u n d e d . 

6.25 The conduc t of the R e s p o n d e n t has necess i ta ted me to award costs of the 

Comp la in t to and in favour of the C o m p l a i n a n t , inc lud ing the a t to rney 's 

fee. 

7. D e c i s i o n 

7.1 For all the f o rego ing reasons , the Comp la in t is a l lowed as prayed for in the 

Comp la in t . 

7.2 I t is hereby o rde red that the d ispu ted doma in name < v e r t u . i n > be 

t rans fe r red to the Comp la i nan t . 

7.3 A s u m of U S $ 1 0 , 0 0 0 / - ( U S Dol lars ten t h o u s a n d only) is awa rded to the 

C o m p l a i n a n t t o w a r d s the costs o f the Comp la in t , inc lud ing the a t torney 's 

fee . 
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